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DETAILED ACTION 
Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his Invention. 

Claims 8-11 and 13-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection, desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present Instance, claim 8 recites the 
broad recitation 2 to 60, and the claim also recites 2 to 6, which is the narrower 
statement of the range/limitation. 
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Regarding claims 9 and 10, the pinrase "for example" renders the claim indefinite 
because it is unclear whether the limitation(s) following the phrase are part of the 
claimed invention. See MPEP § 2173.05(d). 

Regarding claims 11 and 17, the phrase "such as" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Regarding claims 1 3-16, the phrase "in case of softwood" renders the claim 
indefinite because it suggests that softwood may not be used, in which case, no step is 
recited. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Quick et 
al (U.S. Patent 6,231 ,721 ) in view of Skatter et a! (U.S. 2004/0057551 A1). 

With respect to claim 1 , Quick discloses a method for adjusting the fibrous 
properties of pulp to a preselected level (col. 3, lines 19-35), characterized in that in the 
manufacture of the pulp, a wood material is used (col. 3, lines 36-59), and discloses that 
the number of annual rings is related to maturity of the wood (col. 1, lines 16-21), which 
is related to a certain fiber dimension property (col. 3, lines 32-59). 

Quick does not disclose expressly classifying the wood by log. 
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Skatter discloses classifying wood material by log according to the number of 
annual rings into categories (p. 2, U 0014). 

Quick and Skatter are analogous art because they are both directed to a similar 
problem solving area, that of sorting logs according to dimensions and quality of the 
wood. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to classify logs as described by Skatter in the pulp production method of 
Quick to obtain the invention as specified in claim 1 . 

The motivation would have been to optimize and efficiently utilize forest 
resources including previously underutilized forest products (Quick, col. 1, lines 48-50), 
and in European softwood mills the logs are pre-sorted according to dimensions and 
sometimes quality, and information about the internal quality is needed to make the best, 
decision (Skatter, p. 1, H 0006, lines 6-7 and 19-22). 

With respect to claim 2, Quick discloses that most juvenile wood is generally 
discarded at the site of timber harvest (col. 1, lines 32-34), which the Examiner 
construes as classifying in connection with felling the wood. 

Skatter discloses classifying logs during transport through a processing plant (p. 
2, H 0025, lines 1-4), which the Examiner construes as classifying in a plant. 

With respect to claim 3, Skatter discloses that the wood material is classified 
mechanically (p. 2, H 0025). 
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With respect to claim 4, Quick discloses that the wood material originates in 
southern pine (col, 3, lines 36-38), which the Examiner considers to be a tree that has a 
periodic growth habit. 

With respect to claim 5, Quick discloses that the wood material is softwood 
(southern pine; col. 3, lines 36-38). 

With respect to claim 6, Skatter discloses that the wood material is hardwood (p. 
1,110006, lines 17-19). 

With respect to claim 7, Quick discloses that the fibre dimension property refers 
' to the fibre length or the fibre coarseness (col. 3, lines 19-59). 

With respect to claim 8, Quick discloses that the wood material is classified 
according to the number of annual rings into different categories, the number of which is 
2 (e.g., juvenile and mature; col. 1, lines 17-22), which is one specific point within the 
claimed range of 2 to 60. 

With respect to claim 9, Quick and Skatter are applied as in the rejection to claim 
1 , above. Quick further discloses that the wood material is classified according to the 
number of annual rings, into the following category: less than 20 annual rings (col. 1, 
lines 17-22). Quick also discloses different fiber properties in 30-year-old trees (col. 3, 
lines 44-59), which the Examiner construes as representing the category 21 to 30 
annual rings. 

With respect to claim 10, Quick and Skatter are applied as in the rejection to 
claim 9, above. Quick discloses that the wood material is classified according to the 
number of annual rings, into the following categories: less than 10 annual rings (col. 1, 
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lines 17-22). less than 20 annual rings (e.g., 15 year thinnings; col. 3, lines 36-57), and 
less than 30 annual rings (e.g., 30-year-old trees, col. 3, lines 44-59). 

With respect to claim 1 1 , Quick and Skatter are applied as in the rejection to 
claim 1. Quick discloses that the desired fibre dimension property is obtained by 
combining wood materials obtained from various categories (col. 4, lines 13-18). 

With respect to claim 12, Quick discloses that the method can be used to 
manufacture chemical pulp (col. 10, lines 29-36). At the time of the Invention, it would 
have been obvious to a person of ordinary skill in the art that the method can be used to 
manufacture pulp by either a mechanical, chemical, or chemi-mechanical process, since 
these are the processes available to produce pulp from wood material. 

With respect to claim 13, Quick that in case of softwood (col. 3, lines 36-38), to 
obtain a fibre length of less than 2.0 mm, a wood material is selected, wherein the wood 
material is 15-year thinnings (1 .9 mm; col. 3, lines 53-57), which the Examiner contrues 
to represent a category in which the number of the log's annual rings at the butt of the 
log is less than 20 annual rings. 

With respect to claim 17, Quick and Skatter are applied as in the rejections to 
claims 1, 4, 7, 11, and 12, above. 

With respect to claim 18, Quick and Skatter are applied as in the rejections to 
claims 1 and 1 1 . Quick further discloses that a fibre product is made of the pulp (col. 4, 
lines 28-31). 
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Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Quick and Skatter as applied to claim 1 above, and further in view of Rydholm (Sven A. 
Rydholm, Pulping Processes, Interscience Publishers, Sept. 1967). 

With respect to claims 14, 15, and 16, Quick discloses a fibre length of 2.1 mm 
for 7.5-year-old tops obtained from 30-year-old trees, and 2.7 mm fibre length from 30- 
year-old trees. Quick does not disclose expressly fibre length in annual ring categories 
recited in claims 14-16. The Examiner has interpreted the use of to indicate a 
range. 

Rydholm discloses that fiber length has a fairly wide distribution curve (p. 54, 
lines 17-18) due to heredity factors as well as growing conditions (p. 54, lines 11-16). 
Therefore, at the time of the invention, it would have been obvious to a person of 
ordinary skill in the art that the fibre length would not only be dependent upon the 
number of annual rings, but also on the species selected and the conditions under 
which the tree grew. It would have further been obvious to select a species and an 
annual-ring-number category combination to optimize the fibre length to the dimension 
desired. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to consider fibre length variations as described by Rydholm in the log 
classification method of Quick and Skatter to obtain the invention as specified in claims 
14-16. 

The motivation would have been that the increase in fiber length during the 
juvenile period is of industrial importance, since increasing forest areas consist of 
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plantations on sliort rotation periods, and because of the increasing use of thinnings as 
pulpwood (p. 54, lines 1-4). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anna Kinney whose telephone number is (571) 272- 
8388. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-91 97 (toll-free). 
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